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This article argues that the definition of the key notion of originality, as expressed in the famous UK case of
University of London Press v University Tutorial Press, Ltd of 1916 [1] and based on the skill and labour of the
author, is incompatible with the Berne Convention and possibly also with the TRIPs Agreement. [2]
Why It Matters
The debate over compilations of data and particularly collections consisting of the names and numbers of
telephone subscribers sheds light over the notion of originality and the exact meaning of the "skill and labour" test
which originated in UK copyright law in the early twentieth century, with cases such as Walter v Lane [3] and of
course the just-mentioned case of University of London Press. [4]
The question of the protection of such "collections" has taken new significance since the entry into the sphere
of copyright works of an incalculable number of factual (or utilitarian) compilations, whether of key words [5] or
other raw data (e.g. names of telephone subscribers [6]). The escalation of the phenomenon, driven by the
remarkable growth in electronic databases over the past two decades (particularly those accessible via the
internet), has been spectacular. Although protection of anthologies and other "subjective" compilations has rarely
caused a problem, [7] the situation is quite different for data compilations.
Part of the problem comes from the hesitancy shown in a number of court decisions to protect factual
compilations and directories under copyright law. In the United States, the situation was definitively settled by the
Supreme Court in the famous Feist case of 1991. [8] Even though Feist was decided in part on points of American
constitutional law not directly applicable to other countries, the insistence on the need to base copyright on the
creativity of the author seems an analysis exportable to other countries. [9] In France and Canada, there have been
a number of contradictory decisions on this point. [10] It is notable, nevertheless, that a decision of the Court of
Appeal of Paris stated: "Directories that consist of a collection of materials supplied by the public domain are in
no way, due to this fact, liable to be exclusive property equivalent to literary property." [11]
From the point of view of an analysis of the policy objectives of copyright law, the protection of factual
compilations forces us to answer the following fundamental question: is copyright an instrument for stimulating
creativity or a banal Lockean protection against the illicit appropriation of the work done and the investment
made?
In common law countries (with the important exception of the United States), the definition of the notion of
originality is based on the decision in the University of London Press case. [12] It is suggested that this decision
should be revisited because it bases protection of copyright on a vague right against misappropriation. [13]

It is easier to understand the University of London Press rationale when the decision is analysed though the
lens of equity. It has been argued in that context that the (common law) tort of misappropriation was in its infancy
at the beginning of the twentieth century and, consequently, courts were seeking other means to protect the
expenditure of "labour", even if this labour was devoid of any creativity. In University of London Press, copyright
was thus defined as a right to protect investment (in time and money), nothing more. But this may have devalued
copyright and its history. Indeed, even without leaving the British Isles, the text of the Statute of Anne clearly
shows that the intent in 1710 was not solely utilitarian, but solidly anchored in the author's creativity:
"encouragement of learned men to compose and write useful books ... ". [14]
The definition of originality contained in University of London Press is questionable for other reasons. The
word "original" is interpreted in the sense of "origin": simply put, an author must be the originator of a work.
Therefore, Justice Petersen reasoned, this work must not be copied (for in this case its "origin" is not the
"author"), and the author who has produced "something" must be able to demonstrate (very logically, of course)
that she made an effort. Such an interpretation of the term "original" is far from its common meaning. It is also
worth noting that the British Act, as amended in 1911, in fact speaks of "original literary work," the word
"original" having been added [15] to the definition of the term "work". This definition also forms part of the
Canadian Copyright Act. [16]
Most dictionaries give three definitions for the word "original" [17]: it is used to identify a text that has been
translated; to designate something eccentric (generally a person); and, of course, to designate a thing about which
one would say that it has been produced by a given author (the Oxford Dictionary gives the example of fashion
design). It is this last definition that Justice Petersen used. [18] This is not the meaning that should be applied in
copyright. All the discussions and negotiations concerning the Berne Convention (which was ratified by the
British Government) clearly show that originality is closely tied to the act of intellectual creation. [19] In French,
the term "original" is easier to define. Both the Robert and the Larousse dictionaries, for example, give two
definitions (with variants): original in the sense of an archetype that will be copied or translated, and original in
the sense of "personal creation," going as far as eccentricity. But the undisputable evidence comes from the
international norm enshrined in Berne.
Before beginning the analysis of the Berne Convention, one should underscore that in respect of collections
the UK Copyright Act has been amended in the process of implementing the EU Database Directive [20] and now
protects collections that are the author's "own intellectual creation". [21] The use of those words, in light of the
comments above and the analysis below, seems to rule out any further use of the skill and labour originality test in
this area. The analysis presented below, which deals mainly with the protection of compilations, is thus of little
assistance in interpreting the amended British Act, but it is directly relevant in interpreting the originality standard
applicable in all Commonwealth countries where the University of London Press test still applies to this category
of works.
The Berne Convention
Is the Berne Convention really very poorly written, or did its drafters assume that the (informed) reader would
be able to tell the difference between the different meanings of the word "original"? At the outset, in Art.2(3), the
Convention provides the following: "Translations, adaptations, arrangements of music and other alterations of a
literary or artistic work shall be protected as original works without prejudice to the copyright in the original
work." [22]
Then in Art.8, the Convention states that "Authors of literary and artistic works protected by this Convention
shall enjoy the exclusive right of making and of authorizing the translation of their works throughout the term of

protection of their rights in the original works". Similar provisions are contained in Arts 11(2), 11ter(2), and
14(2).
And Art.14bis(1) states:
"Without prejudice to the copyright in any work which may have been adapted or reproduced, a
cinematographic work shall be protected as an original work. The owner of copyright in a cinematographic
work shall enjoy the same rights as the author of an original work, including the rights referred to in the
preceding Article."
Then, in Art.14ter(1):
"The author, or after his death the persons or institutions authorized by national legislation, shall, with
respect to original works of art and original manuscripts of writers and composers, enjoy the inalienable right
to an interest in any sale of the work subsequent to the first transfer by the author of the work."
Finally, in Art.IV(3) of the Appendix one can read that "in the case of a translation, the original title of the work
shall appear in any case on all the said copies". [23]
Stunningly, therefore, the Convention uses the term "original" in each of the three senses mentioned above: to
designate the work that the author has created in Art.14ter(1); to designate a work that will be reproduced or
adapted in Arts 2(3), 8, 11(2), 11ter(2), 14(2), and 16 (in the French version) and Art.IV of the Appendix; and
finally, in Art.14bis(1), to designate the intellectual creation (original) protected by the Convention.
Clearly, Art.14bis(1) is the one that sheds the most light on the meaning that the term "original" should have
for the purpose of determining the ambit of protection. It also gives a sense of the significance of the historicalconceptual approach used in this article. The question arose at the Berlin Revision Conference in 1908 of whether
cinematographic productions (a new technology at the time) were works protected by the Convention. It wasn't
until the Rome Conference in 1928 that cinematographic works were added to the list of categories in Art.2. But
as a temporary solution, a text that can be considered the predecessor of Art.14bis was added to the Convention.
This Article of the Berlin Act of the Convention read as follows:
"Cinematographic productions shall be protected as literary or artistic works if, by the arrangement of the
acting form of the combination of the incidents represented, the author has given the work a personal and
original character." [24]
The meaning given to the term "original" in this context is unambiguous. That said, its use combined with the
word "personal" can be problematic. This is why, at the Rome Conference 20 years later (1928), Art.14(2) was
rewritten and greatly simplified: "Cinematographic productions shall be protected as literary or artistic works if
the author has given the work an original character". [25] As far as the Berne Convention is concerned, originality
is thus inextricably linked to creativity.
If the reader has any lingering doubts about the meaning of the term "original" in the context of the
Convention, the General Report of the Rome Conference contains the following note:
"A film which reproduces street scenes without any staging does not deserve any protection other that
which is afforded by the law to photographs. The protection enjoyed by other works of art should be reserved
for cinematographic works which meet the requirement of originality.... In order to show clearly that the only
requirement concerned is that of the originality with which every work of the mind must be endowed, we
propose deleting the words 'personal and ... '." [26]
This paragraph was struck at the Brussels Conference of 1948, since, as Rapporteur Marcel Plaisant noted: "The
time ha[s] come, in view of the progress made by the film industry, to deal with all cinematographic productions
... on an equal footing." [27]
A parallel, but clearly slower, evolution marked the protection of photographic works under the Convention.
[28] Nevertheless, the Convention still limits the duration of protection of these "inferior" works to 25 years from
their production, [29] a provision that the states that ratified the 1996 WIPO copyright treaties have committed
themselves not to use any more. [30]

Analysis
As a point of departure of our critical analysis, let us examine why there was hesitancy concerning the notion
of originality as applied to cinematographic works. This hesitancy is indeed very instructive, and we can draw
lessons from it that are applicable to databases and other factual compilations. The debates over adoption of
Art.14 at the 1908 Berlin Revision Conference and then over its modification in Rome show clearly that in the
writers' minds there were two types of films: those showing evidence of staging (and with a dramatic character,
one might add) and those that simply showed what went on in front of the camera without any other staging. [31]
The source of originality thus has to do with the choices that give the production an element that goes beyond
simply recording reality. We can think here of an open microphone that captures ambient sounds compared to a
musical composition: would we say that an individual who knows which filter or film (or other technique) to use
to film in shadow is the author of what an immobile camera records? Or that someone who sets out a microphone
to capture birdsong or underwater sounds is the author of a musical work? And yet that is exactly what University
of London Press teaches: a person simply has to have made an effort without copying. It is this effort, or the
money spent that copyright protects.
This is just as difficult to reconcile with the Berne notion of originality as the Australian ruling in the Telstra
case, [32] which protected the work necessary to produce a compilation of data concerning telephone subscribers
but recognised in the same breath that if someone redid the same work (and if this was exhaustive it would arrive
at exactly the same result), there would be copyright infringement. How can it be claimed in this context that
original expression is protected? Yet it is precisely to the protection of expressions that the signatory states to the
TRIPs Agreement committed themselves: "Copyright protection shall extend to expressions and not to ideas,
procedures, methods of operation or mathematical concepts as such." In Telstra, clearly it is not the expression but
the "sweat of the brow" that is protected. What if there is no creativity in selecting or arranging factual data? Is
there some other basis for holding that the compilation is copyright? In England a series of cases decided before
the Copyright Act 1911 held that, to establish originality in a compilation of facts or other existing material, it is
not necessary to show any intellectual effort in the creation of the work. It could be enough to establish that there
has been sufficient work involved and expense incurred in gathering the facts or other data. According to these
cases copyright protection will be given as a reward for the author's investment of time and money, even if there
is no creativity in the work.
A ruling from England that is just as difficult to reconcile with Berne is Blacklock & Co Ltd v C Arthur
Pearson Ltd. [33] To run a contest, a newspaper had reproduced (but adding its own data) some pages from an
index of train stations and train schedules known as "The Bradshaw's Guide". There was no competition between
the two, but the judge reached the conclusion that there was copyright infringement in the list of stations and
departure and arrival schedules, since "without any exertion of their own getting the benefit of the labour and
expense expended in compiling the list which formed the index to Bradshaw". [34]
The British courts' notion of originality is thus, from this point of view, essentially a measure designed to
make up for the absence of a sufficiently strong law on unfair competition.
If the Court of Chancery that heard University of London Press [35] had been able to use the weapon of the
tort of misappropriation, as the US Supreme Court did in the (controversial) decision in International News
Service v Associated Press, [36] it would not have been necessary to use copyright to fill the "gaps in equity". In
International News Service, the US Supreme Court protected the news of the day beyond copyright by applying
the offence of misappropriation to establish three criteria: (1) that the plaintiff had invested time and money to
develop a property; (2) that a defendant has appropriated this property (even if intangible) at little or no cost; (3)
that the plaintiff had suffered prejudice.

There is therefore at least an indirect link between the state of the law concerning misappropriation (i.e. the
relevant aspects of tort law and the corresponding quasi-contract in civil law systems) and the definition of the
notion of originality. [37] When courts are seeking a way to protect effort and investment, copyright is the legal
vehicle that seems the closest-- copyright as a neighbouring law to misappropriation, so to speak.
This seems a historic error. It would be better to develop the tort of misappropriation than to fiddle with
originality. Copyright is and must remain a legal system that encourages and protects the result of intellectual
creativity. Conceptually, the protection should be sufficient to attain this objective and to show respect for
authors. A balance must be struck between proprietary rights [38] and moral rights: on the one hand, an economic
incentive to optimise distribution of the work and, consequently, revenues generated by its exploitation; on the
other hand, a mechanism enabling authors to protect their status as authors and the integrity of their work. That is
the true foundation of copyright.
In the national legal systems of Commonwealth members, the notion of "skill" could also be reinterpreted as
referring to creative skill, as suggested it seems by Prof. Sterling: "The word 'skill' has an extensive import, and
covers creative endeavour. So a United Kingdom judgement should have no difficulty applying the test of skill as
requiring intellectual creation." [39] This would arguably bring those legal systems in line with the Berne
Convention. Is such a change necessary to comply also with TRIPs?
The TRIPs Agreement
The question of compatibility with the WTO TRIPs Agreement [40] is crucial, inter alia, because a violation
of TRIPs may lead to a request for consultations and the establishment of a dispute-settlement panel, whose
decision is binding and may be enforced by the application of tariff-based or other trade sanctions. [41]
Against this backdrop, it is necessary therefore to ask whether the skill and labour test of originality, which
seems to be incompatible with the Berne Convention, is compatible with TRIPs. The substantive norms of the
Convention were incorporated by reference into TRIPs, by its Art.9.1, which obligates WTO member countries to
"comply with Articles 1 through 21 of the Berne Convention (1971) and the Appendix thereto". Does this involve
the history and agreed interpretation of the Convention?
One might argue that the history of the Berne Convention is interesting but not very relevant for two reasons:
first, it does not have international force of law, and secondly, the truly enforceable international standard today is
the TRIPs Agreement. This is incorrect, however. First, Art.32 of the Vienna Convention on the Law of Treaties
allows preparatory work of an international instrument to be considered. This is relevant in the context of the
TRIPs Agreement because the dispute-settlement body ruled twice that Arts 31 and 32 of the Agreement apply to
conventions concluded under the aegis of the WTO. [42] At first glance, this seems to involve the travaux
préparatoires for the TRIPs Agreement [43] and not of the Berne Convention. Put differently, can one use the
preparatory work for revisions to the Berne Convention to interpret the norms from the Convention that have been
incorporated into the TRIPs Agreement? [44] The answer is unequivocally yes.
In the case concerning Art.110(5) of the US Copyright Act, [45] the WTO panel declared:
"There is no indication in the wording of the TRIPS Agreement that Articles 11 and 11bis have been
incorporated into the TRIPS Agreement by its Article 9.1 without bringing with them the possibility of
providing minor exceptions to the respective exclusive rights. If that incorporation should have covered only
the text of Articles 1-21 of the Berne Convention (1971), but not the entire Berne acquis relating to these
articles, Article 9.1 of the TRIPS Agreement would have explicitly so provided."
Thus we can conclude that, in the absence of any express exclusion in Art.9.1 of the TRIPs Agreement, the

incorporation of Arts 11 and 11bis of the Berne Convention (1971) into the Agreement includes the entire acquis
of these provisions, including the possibility of providing minor exceptions to the respective exclusive rights. [46]
The panel also declared that a statement contained in the General Report could constitute an "agreement" as
defined in Art.31(2)(a) of the Vienna Convention. [47]
One can thus refer to the Berne travaux préparatoires to interpret the meaning of the word "original" in the
Berne Convention as incorporated into TRIPs. This analysis leads of necessity to the conclusion that "originality",
as the term is used in the Convention, and which applies not only to the states that are signatories to the
Convention but also to the members of the WTO, is closely linked to the author's creativity.
But when considering whether adopting a skill and labour test to determine the presence of originality is a
violation of TRIPs, the analysis is more complex. There are three basic avenues to explore. One could argue, first,
that originality is at the very core of copyright law and that there is only one proper notion of originality in the
Berne Convention, which now forms parts of TRIPs through the incorporation of the entire normative content of
the Convention, including its drafting history. One would thus have to "comply" with such convention under
Art.9(1). Thus adopting a different standard would violate both the Convention and the Agreement.
A second train of thought is to view the skill and labour test as a lower or different threshold to benefit from
copyright protection, the application of which results in the entry into the field of copyright protection of a vast
number of utilitarian productions including in particular factual compilations. It could thus be argued in that
context that adopting the skill and labour test is a higher (or different) level of protection than that required by
TRIPs and thus authorised under Art.1.1, which specifically states that WTO Members "may, but shall not be
obliged to, implement in their law more extensive protection than is required by this Agreement".
Alternatively, a Member could argue that it has chosen to protect under copyright productions and
compilations which are not "works" under the Berne Convention. A sui generis right inside copyright, as it were.
A WTO panel might be tempted to adopt this approach.
There is a third option to consider, however, especially from a policy standpoint.
It is perhaps too simplistic to see skill and labour as a higher level of protection. Copyright policy is like a
hydraulic system. [48] Protecting factual compilations under copyright means that users of protected material may
legitimately fear that access to factual information and reuse of those facts may be "locked up". Logically, this
may prompt demands for new or broader exceptions from protection or other ways to restore the "balance" in
respect of compilations but also other categories of works. [49] Similar arguments have been made, for example,
about term extension or the protection of technological protection measures and digital rights management
systems in the United States. [50] In the same vein, problems associated by certain WTO members to intellectual
protection considered as excessive in the pharmaceutical and biotechnological patent areas are now on the agenda
of the Doha Round. [51]
From both the Berne Convention and proper copyright policy, the proper originality standard must be based
on the author's creativity, that is, the making by the author of creative choices not dictated by the function of the
work, the tools used, applicable standards or similar external constraints. A discrepancy between the Convention
and the TRIPs Agreement is undesirable, though not necessarily in contravention of TRIPs.
Conclusion
This article has shown, first, that the traditional test to determine the originality of a copyright work in British

copyright jurisprudence based on the skill and labour of the author may be the result of the unavailability of a
remedy in tort for misappropriation of another's efforts. It has then shown that the text and drafting history of the
Berne Convention unequivocally demonstrate that the proper test of originality is that the work must embody an
author's creative input. A work, says the Convention, is only a work if it is an intellectual creation. In this light,
the skill and labour test seems incompatible with the Convention.
The article then analysed whether this means that the skill and labour test is also incompatible with the TRIPs
Agreement, which incorporated most of the norms contained in the Berne Convention. There, three possibilities
emerged. One could legitimately consider that originality is a core copyright norm and as such forms part of
TRIPs and that, because the proper norm is based on the author's creativity, using any other standard is a violation
of TRIPs obligation to "comply" with Berne. One could also consider that applying a lower or different threshold
of originality is a higher level of protection and thus authorised under Art.1.1 of TRIPs. While this is the route a
WTO panel would likely follow, there are valid policy arguments to doubt the validity of the simplistic reasoning
that underpins this second option. If a definition of originality based on creativity is indeed an embedded TRIPs
obligation, then the "higher" or different level of protection under copyright might in fact contravene TRIPs. On a
policy level, it is not clear that a lower originality threshold is indeed a higher level of protection because
protecting factual and other utilitarian compilations may lead to demands for broader exemptions and exceptions
with respect to other categories of works.
The impact of the finding of incompatibility has little impact in the United Kingdom because its most
prominent application is in the area of compilations and databases, where the United Kingdom apparently
modified its traditional test and adopted a creativity standard. [52] But in other Commonwealth countries, where
the traditional UK test is still applied, [53] it may be time to rethink the extant standard.
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